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This petition is made on behalf of Abbott Medical Optics Inc. (hereinafter ''AMO"), an 
owner ofUS Patent No. 5,870,167 (hereinatler 'the subject patent"), for which reinstatement is 
hereby requested. 

The subject patent lapsed after failure to pay the maintenance fee by the close date of 
February 9, 2007. The delay between February 9, 2007 and the filing of this petition was 
unavoidable, as explained herein and established by the attached documents. 

This petition is submitted pursuant to the provision.s of 37 CFR § 1 378(b). 37 CFR § 
L 3 78(a) and (b) state: 

"§1.378 Acceptance of delayed payment of maintenance fee in expired 
patent to reinstate patent. 

(a) The Director may accept the payment of any maintenance fee due on a 
patent after expiration of the patent if, upon petition, the delay in payment of the 
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maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable (paragraph (b) of this section) . . . and if the surcharge required by § 
1.2()(i) is paid as a condition of accepting payment of the maintenance fee. If the 
Director accepts payment of the maintenance fee upon petition, the patent shall be 
considered as not having expired, but will be subject to the conditions set forth in 
35 U.S.C. 41(c)(2). 

(b) Any petition to accept an unavoidably delayed payment of a 
maintenance fee filed under paragraph (a) of this section must include: 

(1) The required maintenance fee set foith in § 1.20 (e) through 

(g); 

(2) The surcharge set forth in § 1.20(i)(l); and 

(3) A showing that the delay was unavoidable since reasonable 
care was taken to ensure that the maintenance fee would be paid timely 
and that the petition was filed promptly after the patentee was notified of, 
or otherwdse became aw^are of, the expiration of the patent. The showing 
must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in w^hich patentee became aware 
of the expiration of the patent, an d the steps taken to fi le the peti tion 
promptly," 

First, Applicants hereby authorize payment of the applicable maintenance fee set 
forth in § 1.20(f) of $3600, the applicable maintenance fee set forth in §L20(g) of $7400, 
and the surcharge set forth in §1.20(i)(l) of $700. Applicants authorize such payments to 
be deducted from the undersigned's USPTO Deposit Account No. 20-1430. 

Second, as explained below and estabhshed by the attached documents, the delay 
betw^een Febmaiy 9, 2007 (the close date for the maintenance fee) and the filing date of this 
petition w^as unavoidable. More specifically, reasonable care w^as taken to ensure that the 
maintenance fee would be paid timely had the patentee been aw^are of the expiration of the 
patent, as can be understood from the care w ith which the patentee has paid fees for other 
similarly acquired patents (as documented below). However, AMO was unavoidably 
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delayed in making payment of the maintenance fee of the subject patent because AMO 
(including patent counsel for AMO) did not have knowledge of the existence of the subject 
patent , so that the maintenance fee for the subject patent was never docketed. (See 
declaration of Andrew Pang - Exhibit A) 




A, The subject patent is a continuation-in-part of an earlier patent (US 5/474,548 ) 

The subject patent was filed as US Patent Application No, 08/404,253 on March 15, 1995 
in the name of inventors Carl F\ Kiiopp and David C, Knopp, by James McConnon of the law 
firm of Paul & Paul 

The subject patent claims priority as a continuation-in-part itom US Patent Application 
No. 08/91,670 filed July 14, 1993 in the name of inventors Carl F. Knopp and Paul R, Yoder, Jr., 
entitjed ''Method of Establishing A ilnique Machine Independent Reference Frame For The 
Eye". The subject patent issued on Febmar)^ 9, 1999 and as can be seen from the face of the 
patent, section [63] under the Related U.S. Application Data, the present patent is a 
'Continuation-in-part of Ser, No, 91,670, Jul. 14, 1993, Pat, No. 5,474,548.' (Exhibit B) 
Additionally, as can be seen in column L paragraph 1, under Related Applications, 'This 
application is a continuation-in-part of U.S. patent application Ser. No, 08/091,670 filed Jul. 14, 
1993 entitled "Method Of Establishing A Unique Machine Independent Reference Frame For 
The Eye", now U.S. Pa,t. No. 5,474,548.' (Exhibit C) 

B. Assignment of the Parent 5.474,548 Patent 

US 5,474,548 (hereinafter "the parent patent") was assigned to Phoenix Laser 
Systems, Inc. (hereinafter "PLS") by inventors Carl F. Knopp and Paul R. Yoder, Jr. The 
assignment was recorded with the USPTO on September 20, 1993 as can be seen in the 
assignment: 1 block, which was downloaded from the USPTO assignment database 
(Exhibit D), 

The parent patent was assigned txom PLS to VISX Incorporated (hereinafter 
''VISX") on Februar}^ 7, 1997 through the bankruptcy trustee of PLS. The assignment was 
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recorded with the USPTO on Februarj^ 18, 1997 as can be seen in the assignment: 2 block 
of Exhibit D, The language of the assignment agreement states: 

'\ . . I, [bankruptcy trustee]^ have sold^ assigned, transferred and set over, and by 
these presents do hereby sell, assign, transfer and set over unto the said VISX, 
Incorporated, its successors, legal representatives and assigns the entire right, 
title and interest in, to and under the U.S. Patents and Patent Applications, and 
all divisions, continuations and continuations-in-part thereof,. . 

(emphasis added) (Exhibit E) 

As can be seen in the patent listing on page 1 of Exhibit E, ownership of the parent 
patent was transferred explicitly to VISX. Moreover, the above underlined text of the 
assignment agreement also granted VISX ownership rights to the subject patent because the 
subject patent is a continuation-in-part of the parent patent. 

On December 31, 2007, VISX changed its name to AMO Manufacturing USA, LLC. 
The change in name to AMO was officially recorded with the USPTO on January 2, 2008. 



A PRIOR HIDDEN PURPORTED ASSIGNMENT OF THE SUBJECT PATENT DID 
NOT ELIMINATE AMQ^S VALID OWNERSHIP RIGHTS TO THE SUBJECT 
PATENT 

The confidential files of the law firm of Paul & Paul, which prosecuted the application 
that issued as the subject patent, included an unrecorded document w^hich purports to assign 
limited potential rights to that application. More specifically, a purported "Agreement of Sale" 
dated August 17, 1994 (hereinafter ''purported agreement of sale") (Exhibit F) states: 

''Subject to the temis and conditions set forth in this agreement, 
ODC shall purchase from PLS and PLS shall sell and assign to 
GDC that certain property, described in (1) and (2) bellow as 
follows; 

(1) The equipment and materials listed in Exhibit "'A" attached. 
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(2) The intellectual property, information, and knowledge 
acquired by [Carl] Fritz Knopp and Jerzy Orkiszevvskin in working 
on the tomography project for PLS.'' 

^{; ^^ ^ 

PLS has applied for a patent for the "two-point." That application 
for a patent is described in Exhibit "B", If before that patent is 
granted PLS does not desire or is not able to pursue that patent 
application, PL.S will assign the application to ODC upon ODC 
paying to PL S all costs and expenses of preparing, tiling, and 
processing that paten t appjication. If notice of allowance of the 
patent is not obtained wathin one year of the first payment of 
$25,000.00 by ODC, PLS will assign the patent application to 
ODC upon payment of the costs set tbrth above, 

Co-inventor Carl F\ Knopp signed the unrecorded document on behalf of ODC. 
How^ever, no date is given for the signature on behaf of PLS. There is no indication that the 
purported acquiring entity (ODC) sought to or did fulfill the requirenients to acquire ownership 
rights to the subject patent (by payment of fees to PLS, etc.), no official record of assignment 
w^as filed with the PTO for the subject patent (as can be seen from assignment blocks 1 -7 of 
Exhibit D), and the PAIR system does not contain continuity data relating to the subject patent 
despite its express relationship to the parent patent. (See USPTO PAIR data. Exhibit G) 

According to 35 U.S.C, §261, ''[a]n assignment, grant or conveyance shall be void as 
against any subsequent purchaser or mortgagee for a valuable consideration, without notice, 
unless it is recorded in the Patent and Trademark Office wathin three months from its date or 
prior to the date of such subsequent purchase or mortgage." 35 U.S.C. §261; see also Rhone- 
Poulenc Agra v. Dekalb Genetics Corp., 284 F3d 1323, 1327 (Fed. Cir. 2002) ("Section 261 
provides that a later bona tide purchaser for value without notice (a later assignee) prevails if the 
earlier assignment w^as not timely recorded in the patent office."). Because the record does not 
indicate ownership rights to the subject patent were ever transferred irom PLS prior to their 
acquisition by VISX, and because the co-inventors of the subject patent and their attorney did not 
record any assignment of the subject patent with the PTO, VISX was the subsequent bona fide 
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purchaser for value without notice when VISX subsequently purchased the parent patent and all 
divisions, continuations and continuations-in-part thereof. In other w^ords^ VISX has been a 
lawful owner of the subject patent since it executed the assignment agreement with the 
bankruptcy trustee of PLS (Exhibit E). 

III. REASONABLE CARE WAS TAKEN TO ENSURE THAT THE MAINTENANCE 
FEE WOULD BE PAID TIMELY IN ACCORDANCE WITH: 37 CFR §1 J78(b) 

AMO did not know of the existence of the subject patent until on or about January 
I65 2013 when the subject patent was incidentally discovered. See Declaration of Andrew 
Pang (Exhibit A). VISX was not notified of the existence of the subject patent at the time 
of the execution of the assignment agreement (Exhibit E), and thereby AMO, the acquirer 
of V I SX, similarly did not have knowledge of the exi stence of the subject patent. Further, 
because no assignment data was entered w ith the PTO relating to the subject patent 
(Exhibit H), and the continuity data on PAIR was absent ( Exhibit G), there was no way 
that VISX or AMO could have reasonably searched PTO records in order to learn of its 
existence. 

A MO is diligen t in the docketi ng and payment of paten t maintenance fees for the 
patents it knows it holds in its portfolio. AMO, for example, diligently paid the year 12 
maintenance fees on the parent patent after acquiring it. See PTO Maintenance Fee 
Statement (Exhibit I). As owner of the subject patent, AMO was eligible to make payment 
on the maintenance fee of the subject paten t during the y ear eight payment window^, and 
AMO w^ould have diligently done so w^ere it aware of the existence of the patent. (Exhibit 
A) 

W. DISCOVERY OF THE SUBJECT PATENT 

On or about Januarj^ 16, 2013, the subject patent w^as incidentally discovered by the 
hiw finn of Kilpatrick Towiisend & Stockton (hereinafter ''KTS"), outside counse] for 
AMO, during a routine patent search. See Declaration of Mark Banish (Exhibit J). 
Review of the cover page of the subject patent revealed that the subject patent was the child 
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of the parent, which AMO owns. The PAIR system revealed that the subject patent had 
expired d ue to a failure of payment of a maintenance fee^ and i t was determined th at no 
assignment record was listed on the VTO assignment webpage. KTS immediately informed 
AMO of the existence of the patent on or about January 16, 2013, which was the first time 
AMO learned of the existence of the subject patent (Exhibit A), 

V. THE PETITION WAS FILED PROMPTLY AFTER THE PATENTEE WAS 
NOTIFIED. OR QTHF.RWISE BECAME AWARE OF THE F..XP1RATION OF THE 
PATENT. IN ACCORDANCE WITH 37 CFR SL378(b) 

Steps were immediately taken following AMO becoming aw^are of the existence of 
the subject patent to investigate ow^nership and the propriety of submitting the maintenance 
fee, surcharge, and petition tbr unavoidable delay in accordance with 37 CFR §L378(b) and 
35 use § 41(c). See Exhibit J, and the Declaration of Uri Greenwald (Exhibit K). 
However, until confidential files of the firm that filed and prosecuted the subject patent 
could be obtained and reviewed, the subject petition could not be completed and filed until 
AMO's ow^nership rights to the subject patent w^ere verified. 

On January 18. 2013 . the above quoted VISX assignment agreement was reviewed. 
It was clear from the language of that agreement that AMO, the acquirer of VISX, might 
have o wnership rights relating to the subject patent. However, the confidenti al files of the 
law^ firm of Paul & Paul were not obtained by KTS until on or about March 27, 2013 . See 
Exhibit K. 

VL AN ENUMERATION OF THE STEPS TAKEN TO ENSURE TIMELY PAYMENT 
OF THE MAINTENANCE FEE, THE DATE AND MANNER IN WHICH THE 
PATENTEE BECAME AWARE OF THE EXPIRATION OF THE PATENT. AND THE 
STEPS TAKEN TO FILE THE PETITION PROMPTLY 

On about Januaiy 16, 2013 , AMO learned of the existence of the subject patent when 
KTS discovered the subject patent during a routine patent search. It w^as soon detemiined that 
the patent had expired due to an unpaid maintenance fee. See Exhibit J and Exhibit A. 
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Once the subject patent was discovered, Petitioners began a sustained and diligent 
investigation and review. Among the specific diligence activities included in that reviews 
the findings are documented in the Exhibits attached hereto: 

» By about Januars^ 18. 2013 AMO located the above quoted 

assignment agreement betw^een VISX and the bankruptcy tiaistee 
of PLS, an.d it was reviewed. Exhibit J" 

® By about Januar^^ 24. 2013 . the unavoidable delay standard and 
procedures for preparing and filing a petition under 37 CFR 
§1 .378(b) and 35 USC § 41(c) were generally reviewed. Exhibit 
K 

® By about FebmaiY L 2013 , the available prosecution historj^ of 
the subject patent was reviewed. In addition, PTO and Federal 
Circuit decisions on unavoidable delay were researched. 

® By about February 7. 2013 . the PTO assignment division was 
contacted by telephone to confirm the absence of assignment 
information for the subject patent with the PTO. Exhibit K 

® By about February 12. 2013 . an initial timeline of publicly 
identifiable events relating to the subject patent was created. 
Exhibit K 

® By about Februarys 15/2013, research findings regarding the 
unavoidable delay standard and how they apply to the missed 
maintenance fee payment of the subject patent were documented . 
Exhibit K 



8 



By about February 21, 2013. a listing of documents to seek was 
prepared by KTS addressing what documents w^ere needed from 
AMO to support a petition for unavoidable delay under 37 CFR 
§L378(b) and 35 USC §41(c). ExMbit K 

By about Febmar>^ 22, 2013, the aforementioned facts and 
ti.nieline were discussed with. Andrew Pang, AMO's Patent and 
Trademark Counsel Andrew Fang diligently collected all 
available requested documents, and determined which 
documents were not available at AMO. Exhibit J 

By about March. L 2013 . an email was sent from KTS to James 
McConnon, the attorney at the finn of Paul & Paul w4io had tiled 
the subject patent. The email to Mr. McConnon informed him of 
AMO's ownership interest in the expired subject patent and 
AMO's intention to file a petition for unavoidable delay under 37 
CFR §1.378(b) and 35 USC §41(c). The email further requested 
that Mr. McConnon transfer to KTS all files relating to the 
subject patent as quickly as possible. Mr. McConnon did not 
respond to the email . Exhibit J 

By about March 7. 2013. after receiving no response to the email 
sent to Mr. McConnon and/or to subsequent calls, attorney Alex 
Sluzas of Paul & Paul was contacted by telephone. Mr. Sluzas 
requested that the email to Mr. McConnon be forw^arded to him, 
which was done immediately. Exhibit J 

On about March 12, 2013, Mr. Sluzas responded to the email and 
requested documen tation of AMO' s ownership interest in the 
subject patent. Documentation of ow^nership was immediately 



provided to Mr. Sluzas via eniaiL after whicii Mr, Sluzas agreed 
to send over the relevant files. Exhibit J 

» On or about March 27, 2013, KTS received the confidential files 
from the law tirni of Paul & Paul Exhibit K 

® On March 28. 2013 . the contents of the confidential files which 
w^^re sent from the law tlrm of Paul & Paul w^ere thoroughly 
reviewed by K TS, and a copy of the above quoted prior hidden 
purported assignment w^as discovered. The files of Paul & Paul's 
file did not contain any correspondence with either VI SX or 
AMO, nor w^as there evidence in the confidential files of Paul & 
Paul that VISX or A MO othenvise knew of the existence of the 
subject patent at any time before January 16, 2013. Exhibit K 

VIL REMARKS 

The PTO has stated that ''[djecisions on revi ving abandoned applications on the 
basis of ''unavoidable" delay have adopted the reasonably prudent person standard in 
detennining if the delay w^as unavoidable: The w^ord 'unavoidable' . , . is applicable to 
ordinaiy human affairs, and requires no more or greater care or diligence than is generally 
used and obser\^ed by prudent and careful men in relation to their most important business." 
MPEP § 711.02 (quoting.//?, re MattullatK 38 App. D,C. 497, 514-15 (1912)), 

The above stated facts show that co-inventors Carl and David Knopp and their 
attorney at the law fimi of Paul & Paul failed to record any assignment of the subject patent 
with the PTO thereby making VISX a subsequent bona fide purchaser for value without 
notice. VISX, the acquirer of the parent '568 patent and all continuations thereof, was 
how^ever unaw^are of the existence of the subject patent to wiiich it had purchased ownership 
rights, and thereby AMO, the acquirer of VISX, was unaware of the existence of the subject 
patent as w^ell . Further, because no assignment data was entered with the PTO and the 
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continuity data on PAIR was absent, there was no reasonable way that AMO could have 
learned about the subject patent's existence. 

In reMattuUatK 38 App. D.C. 497, 51445 (1912) held that lack of know-ledge of 
the existence of a patent does create an unavoidable delay . In re Mattullath, 38 App. D.C, 
497, 514-15 (1912). Jn Mathdiath, the petitioner did not know- of the existence of a patent 
application filed by her deceased husband, the ow-nership rights to which she inherited, M 
at 512-13, As part of its reasoning, the court states that w hile there is generally no excuse 
for ignorance of the law; the peti tioner demonstrated "ignorance of fact, not of law," M at 
513. The court further reasoned that a delay due to not knowing of the existence of a patent 
''has been shown to be unavoidable in the proper sense of the statute/' and does not mean 
that the petitioner has "slept upon her rights." Id. at 515 (internal quotes omitted), 

Ray V. Lehman, 55 F3d 606, 610 (Fed. Cir. 1995) held that lack of knowledge of the 
need to pay a maintenance fee does not constitute an unavoidable delay , Ray v. Lehman, 55 
F.3d 606, 610 (Fed. Cir. 1995). In Ray, the petitioner failed to pay a maintenance fee on his 
patent, and filed an unavoidable delay petition with the PTO that "asserted that he had 'no 
knowledge w^hatsoever that any maintenance fee would be due in connection' with [his] 
patent." Id, at 607. The court how^ever reasoned that Ray's lack of knowledge of the need 
for payment of maintenance fees did not demonstrate reasonable prudence as set forth in 37 
CFR§ 1.378(b)(3), Id at 609-619, 

In Femspec L.L.C. v, Dudas, 2007 U.S. Dist, LEXIS 8482, the court considered an 
appeal of a petition wherein the "the responsible party w^as not aware of the requirement 
that a maintenance fee be paid." L.L.C. v. Dudas, 2007 U.S, Dist. LEXIS 8482,^^16. In its 
reasoning the court compared the petitioner's facts to both those oiRay and those of 
Mattullath. Id. at "^26. The court stated that in MattuHath "it w as established that there are 
situations in which ignorance of the requirement to pay maintenance fees may support a 
finding of unavoidable delay ." M at "^17 (emphasis in original). The court found the 
petitioners facts to more closely resemble those of Ray such that the petitioner's ignorance 
did not constitute an unavoidable delay, but had the petitioner's facts resembled those of 
MattuHath the holding would have been othemise. Id. at 15"'^27. 
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AMO's situation is most closely analogous to the facts oi Mattullath. Here, AMO 
suffered 'ignorance of fact" even more so than the petitioner in .MattuikUh, as AMO could 
not have reasonably discovered the existence of the ' 167 patent through PTO data while 
PTO data was available to the petitioner in Mattuiiath, Mattuilatk 38 App. D.C. at 512-13. 
Unlike the petitioner in Ray, AMO is ful ly aware of the law requiring timely payment of 
maintenance fees, and unlike the petitioner in Ray, AMO did not know of the existence of 
the patent. As such, AMO's delay w^as characteristically ''unavoidable." With proper 
knowledge of the existence of the '167 patent, jS]\iO would have made timely payment of 
the fee. AMO has a history with the PTO of paying maintenance fees in a timely manner, 
and maintains an in-house docketing system in addition to the docketing system of KTS. In 
short, AMO's situation leading to the delayed payment w as more "una voidable" than the 
petitioner in M.attullath. Under the reasonably prudent person standard, A MO acted as 
carefully as possible in their important business, and having discovered a fact absent from a 
string of transactions are acting with the utmost di ligence in remedying the delay in 
payment. 
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VIII, 



As AMO has a lawful ownership interest in the subject patent, and as the subject 
petition has established that the entire delay in payment of the maintenance fee (from 
Febraary 9. 2007 to the date of filing of the subject petition) has been unavoidable 
(primarily due to th e exi sten ce of the s ubject paten t bein g kept hid den), Peti tioner 
respectfiilly requests that the maintenance fee be accepted under 37 CFR § 1.378(b). 

Respectfully Submitted, 

/MarkD. Barrish.^ 

Mark D, Barrish 

Reg. No. 36,443 

KILFATRICK, TOWNSEND & STOCKTON LLP 

Tw^o Embarcadero Center, Eighth Floor 

San Francisco, CA 941 1 1-3834 

Tel:415"576"0200 

Fax:415"576"0300 



Attachments: 

Exhibit A - Declaration of Andrew Fang 

Exhibit B --- The subject patent co versheet/face of the paten t 

Exhibit C - The subject patent showing column 1, paragraph 1 

Exhibit D - USPTO Assignment data for parent patent 

Exhibit E --- Assignment Agreement 

Exhibit F ~ Purported Agreement of Sale 

Exhibit G - PAIR data showing continuity listing (or lack thereof) for subject patent 
Exhibit B ~ USPTO Assignment data (or lack thereof) for subject patent 
Exhibit I --- Maintenance fee statement for parent patent 
Exhibit J - Decl aration of Mark Barrish 
Exhibit K~ Declaration of Uri Greenwald 



653S6932V.1 



13 



EXHIBIT A 



IN THE UMlir:© STATES PATENT AND TRADEMARK OFFICE 

In re Application of; 

Carl Knopp et al. 

Application No: 08/404,253 

Filed: Mai-. 15, 1995 

Patera No: 5,870, .167 

Issued: Feb. 9, 1999 

For: APPARATUS AND METHOD 
FOR IMAGING ANTERIOR 
ST'RUCTURES OF ITIE EYE: 

Mail Stop Petition 
Commissioner fc)r Patents 
PO Box 1450 

Alexandiia, VA 22313-1450 
Sir: 

I am the Patent and Trademark Counsel for Abbott Medical Optics Inc. (hereinafter 
"AMO"), a position I have held for about the past six years. AMI) is diligent in payment of 
maintexiaiice fees and maintains an in~hoiise patent docketing sy stem. As o\^Tier of the subject 
patent, AMO was eligible to make payment on the maintenance fee of the subject patent during 
the year eight payment vsdndow, md AMO would have diligently done so were it aware of the 
existence of the patent. However, AMO was miabie to docket the patent, and thereby AMO was 
unavoidably delayed in making payment of the maintenance fee of the subject patent. 

On about January 16, 2013, 1 was informed of the existence of the subject patent by om- 
outside counsel Mark Barrish, Partner at KTS. I, was previousl y unaware of the ex istence of t he 
subiect patent, and I requested tliat Mr. Banish investigate the ownership status of the patent as i t 
was unclear as to who owned the subject patent at the time of its disco veiy. 

On about Januar>' 18, 2013, 1 located and provided Mr. Banish with an assignment 
agreement between VISX and the bankruptcy trustee of Phoenix Laser Systems, Inc. Mr. 



BECTARATION BY iiNDREW PANG 

patent and trademarks 
counsel abbott medical 
optics inc., in support of 
petition to accept an 
unavoidably delayed 
paym:ent of a maintenance fee 

FOR reinstatement OF PATENT 
UNDER 37 CFR §1378(b) and 35 USC 
§41 (c) 
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Barrish determined from the VISX agreement that i\hiO had ownership rights to the subject 
patent. Because the subject patent is considered AMO's most important business, I req uested 
that Mi. Barrish diUgeTrt b file the enclosed peti tioB nnder 37 CFR §1 378( b) and 35 IJSC §4l(c) 
in order to reinstate the subjec t patent. 1 further affirm that I worked with Mr. Barrish to 
diligently prepare the enclosed petition. 

I J the imdersigned, respecttiilly s v^brnit that the delay in pa went of a maintenance fee for 
the subject patent was unavoidable since AMO did not laiow of the existence of the subject 
patent until Jannaiy 16, 2013. I further, submit that iininediately foIlo^^'ing learning of the 
existence of the subject patent, steps were taken to diligently file the instant petition in 
accordance wth 37 GFR §L37g(b) and 35 (JSC § 41(c). 

It is therefore respectfuily requested that m\ unavoidably delayed payment of the 
maintenance fees for the subject patent be accepted and the patent be reinstated. 

I further declare fliat all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true and further that tliese 
statements are made with the knowledge that willful false statements and the hke so made mx> 
punishable by fine or imprisonoient, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the patenL 




Respectfully submitted, 
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[57] ABSl^RACT 

apparatus and method provides images of the anterior 
stmctiirc of the eye which can be captured. Various slit lamp 
projections are captured by a camera utilizing a CCD along 
the line of siglit axis so that all irnages which are taken are 
referenced to the line of sight and are reproducible along that 
axis. 

41 CJaamSn 8 Drawiisg Sheets 
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APFARAl^US AND MElllOD FOR IMACrNC^ 
ANll^RIOR Si:'RlJCTURES OF THE EYE 

RELAi^ED AI^PLiCAHONS 

Tilis application is a continualion-iii-part of U.S. patent 
application Ser. No, 08/091,670 filed JiiL .14, 1993 entitled 
"Method Of Establishing A Unique Machine Independent 
Reference Frame For The Eye'\ now U.S. Pat. No. 5,474. 
548. 

FIETD OF INVENTION 

This invention relates to a tievice for mapping the struc- 
tures of the eye. 

DESCRIPTION OF PRIOR ART 

Topographic mapping of the cornea, generally known as 
keratonietry or keratograpiiy, has been utilized to )30th 
measure the front shape of the cornea and detect corneal 
shape irregulariiies. In recent years sophisticatec^ keratogra- 
phy methods have been devekn^ed, coupled with conijiuter 
assisted analysis and display of derived corfseal sli^apes. 
lliese methods, combined with an image grabber such as a 
video camera plus storage device are i^snally known as 
videokera tograpliy. 

Tne most common videokeratography method used pres- 
ently is based on placido disk illnminatioo. Concentric rings 
of kriown size and configuration are projected OE3l;o the 
cornea and the sizes and distances of the refiections are 
measured. Using various algorithms, these measurements 
are compared to the known sizes and distances, and an 
in^age or the anterior surface of ihe cornea constructed. 
Examples of placido-based systems are the Topographic 
Modeling System (TMS) made by Computed Anatomy 
(Tomey), the EyeSys Corneal Analysis System and the Visio 
EH-270 Computerized Correal Topographer from Visioptlc, 
Inc. Examples of the image processing methods and the 
sophisticated algorithms rcc^uired in such placido disc based 
devices have been described by Gersten et al in U.S. Pat. No. 
4,863,260 and by Snook in U.S. Pat. No. 5,lf0,200. 

Such methods rely on specular reflection of ihe concentric 
rings from the highly reOective tear film of the ccirnea. Yet 
these reflections in two dimensions are being used to con- 
struct the three dimensional image. This is an important 
liniitation of the placido disk baseil prior an. The two 
din:iensio[] data used is i]:isufficient to cot^slruct a cotiiplete 
three dimensional map. Pits, valleys, or other irregularities 
may not be adequately conveyed by the reflections in two 
diineE]siot]s and thus an accurate three dimensional image 
may not be constructed. Furthermore, the algorithms used in 
the conversion may attempt to compensate for know^n gaps 
by using ditherit3g and other extrapolation technitjues tt> 
"iill-in'" the gaps. These extrapolation techniques might 
make, unknown to the operator, certain assumptions about 
the surface. This results in the operator being nnable to 
correct for those assuinptit)ns, even if he or she wished to. 
The algorithms might, as w^elL erroneously assume a con- 
stant curvature of the cornea. This is not ihe case for most 
individuals. 

Tne technique also oi'ten excludes measurement of vari- 
ous parts of the cortiea, due to msunncnintable mechanical 
limiitations. For example, reflection of the center of the disks 
provides no information to the system. Thus an area of up to 
1 mm or larger might; be excluded from the mapping. For 
another example, the outer one third of the cornea might not 
be m-apped, because the incident pattern makes an increas- 



ingly acute angle with the cornea, so that the spatial reso- 
lution of the reilected pattern becomes increasingly poor. 

There also might be portions of the corneal surface that 
are simple obscured, due to some anatomical feature, and 
5 thus cannot be mapped by the placido disk method at all. 
Fir] ally, sheer operator error might contribute to erroneous 
reaflings. 

Taken together, these limitations can result in dioptic 
errors of 1 to 2 diopters with the errors becoming larger 
yj towards the periphery. Key sources of errors corrimon lo 
these tech Cliques are described by Roberts iti Investigadve 
Ophthalmology and Visual Science^ Volume 35 ^ 1994, pages 
3525--3532, and Refractive & Corneal Surgery. Volume 9., 
pages 347-357. 

.^ ^ There are ot her technologies currently under investigation 
which clairt3 t;o overco tne some or all of the above short- 
conhrigs. fliese include raster photograuimetry, specifically 
ihe FAR Corneal Topography System (from PAR 
Technology), laser holography (e.g., the CLAS Corneal 
Topography Unit from Kerametrics, Inc.) and projected 
fringe contouring (e.g.^ in the device made by Visionary 
Systetns, Inc.). However, all of these techniques rely again 
on specular rejection which must in some cases be 
enhanced using physical means such as talcum powder. 
Thus, they again might face the two to three dimensional 

25 n^anipulation problem. So, while enhanced accurac)^ of the 
reconstpjcted surface and coverage of the central zone may 
be clain3ed with some of these alternate techtuques, they also 
still have the drawback of decreasing spat ial resolution with 
increasing distance from the center of the cornea. 

30 Perhaps the greatest problem with placido disk or any 
other reflection technique is the lack oi a constant, easily 
reproducible and verifiable reference point on the cornea. 
The cornea lacks a structure that can be used as a measure- 
ment reference point. Thus any sort of attempt to center the 

35 n3easurert3ents on the cornea or precisely rei^rodnce the tnap 
is difficult in a normal diagnostic setting such as a practi- 
tioner's office. 

lliis di Oiculty beccimes especially apparent whert the 
atteuipt is n^ade t;o correlate reliective techniques, which 

40 usually map the corneal surface wuth other techniques com- 
monly used to measitre other aspects of the anterior stRxc- 
ture. For example, equi])ment presently used for n:ieasuring 
corneal thickness consists, typically, of a pachymeter using 
ultrasonic-ranging for determining the thickness of the cor- 

45 nea at chscrcte locaticsns on the surface, 'The pachytnelry 
n:ieasuren:ietUs may be performed jiiajiually on an individual 
point -by-point basis, using commercially available instru- 
ments. These generally employ a hand-held Iransditcer 
probe Hexibly connected to a power supply and display 

50 means. Examples of such equipment are the Myopach 
ultrasonic pachymeter available from Myocure, Inc. or the 
Villasensor, tron^ Cilco, It3c. la usiiig such equipuient, a 
fixation target enables the unexamined eye of the patient to 
maintain some central-axis stability when the probe is 

55 placed on the cortseal surface. Difficulties arise with this 
technique because the measured thickness data must still 
somehow be correlated with the location at which it is taken 
even though varying methods for patient alignment are used. 
As a result, associating corneal thickness data with corneal 

60 radius of curvature involves attempting to match two 
entirely diil'ereni data sets and often, at best, results in only 
an approximate correlation of the two. ('Compounding the 
potential for inaccuracy in attempting such associations is 
ihe use by current topography devices of diiiering methods 

65 to deline alignment, methods which cannot necessarily be 
correlated with pachymetry, or even with each other, v/ithout 
ambiguity. 
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Gtjstomer Number: OOOOOOGOO 

THOMAS M. FREiBURGER 

660 CALiFORNiA STR.. 29TH FLOOR 

SAN FRANCESCO CA 94108 



According to the records of the U.S. Patent and Trademark Of ice (USPTO), the maintenance fee and any necessary' 
surcharge have been timely paid for the patent sisted below. The "PYMT DATE;' column indicates the payment date 
(i.e., the date the payment was filed), 

The payment shown below is subject to actual coiiection. ^f the payment is refused or charged back by a financial 
institution, the payment will be void and the maintenance fee and any necessan/ surcharge unpaid. 

Direct any questions about this statement to: Mail Stop M Correspondence, Director of the USPTO^ P.O.Box 1450, 
Alexandria, VA 22313-1450. 



U S PATE^JT APPL ATTY 

p^ygijs^JI' SUR~ PYfVlT r-Mii^iNS /M^r-r-u, p^^^^^-^ ^^^^^^ i r j 

NUMBER ^^^^^^ CHARGE DATE ^^^^^^-gg^ oiTl'LAl ^^^^ STATUS ^^^gg 

6474548 $3,800.00 $0.00 06/12/07 0S091670 12/12/9S 07/14/93 12 LARGE 332F 



Click hem to obtam your Maintenance Fee Statement as a PDF, 
Please note that in order to view your Maintenance Fee Statement as a PDF, you must have Adobe's .Acrobat 
Reader installed. If you do not have it, download it for FREE! 



Need f-lelp? | USPTO Home Page \ Finance Oniine Shoppincj Page | Alerts, Page 



ht.tps://rampsaispto,gov/eraiu/getMaint.FeesInfo,^ 4/12/2013 



EXHIBIT J 



IN THE UNITED STATES PATENT AND TRA,DEM.^ 



In re Application of: 

Carl Knopp et al 

Application No: 08/404/253 

Filed: Mar. 15, 1995 

Patent No: 5,870,167 

Issued: Feb. 9, 19' 



PARTNER KIL..PA.TRICK TOWNSEND 



For: APPAR.\TUS AND METHOD 
FOR IMAGING ANTERIOR 
STRUCTURES OF THJ3 FYE: 



Mail Stop Petition 
Commissioner for Patents 
PO Box 1450 

Alexandria/VA 22313.-1450 



.AYE! 



1:3 .5. /\ I .r. 
37 CFR§137^ 
41(c) 



Sir: 

I am a partner at the law fmn of Kilpatrick Townsend & Stockton (hereinafter ''KTS'') 
and I have served as outside counsel for Abbott Medical Optics Inc. (hereinafter ''AMO") for at 
least about the past 13 years, working closely with AMO to help develop and manage their laser 
vision coiTection patent portfolio. I am submitting the enclosed petition for unavoidably delayed 
payment of a maintenance fee for reinstatement of the above referenced patent under 37 CFR 
§L378(b) and 35 USC §41(c), 

AMO has been diligent in payment of patent maintenance fees, which it insures in part by 
maintaining an in-house patent docketing system. 

On about January 16, 2013 , 1 learned of the existence of the subject patent. The subject 
patent Vv^as discovered in the course of a patent search for third party patents. I was previously 
una wa re of the existence of the subject patent . Because the subject patent claimed priority to 
U.S. Pat. No, 5,474,548 (parent '548 patent), which AMO owns, 1 believed at that time that there 
was a possibility that AMO might have rights to the subject patent. The PTO assignment 
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database was checked and did not contain any assignment intbnnation for the subject patent. 
Additionally the PAIR database did not have any continuity data for the subject patent eiiiier, 
despite the subject patent explicitly stating that it was a continuation-in-part of the parent '548 
patent on its cover page and in its specification. Andrew Pang, Patent Counsel at AMO, was 
soon notified of the existence of the subject patent and that AMO might hold ownership rights to 
it. Mr, Pang requested that I look further into the ownership of the subject patent that same day. 

I affirm that I supervised and worked with IJri Greenwald, a law clerk at KTS, to 
diligently prepare the enclosed petition: 

On about Feb ruary 22, 2013 . 1 called Mr. Pang to discuss the progress made on the 
petition and to request certain documents, I learned that Mr. Pang had diligently already located 
most of the documents that I requested on his ow^n in anticipation of submission of the petition. 

On about March L 2013 . 1 contacted attorney James McConnon of Paul & Paul via email 
and requested that all files relating to the subject patent be transferred to me. My email stated 
that ''timely response to thi s request would be ap preciate d. Please understand that we need these 
files on an expedited basis to se ek to secure our client's rights, and than k you in advance for your 
diligence in helping us with this matter.'' (Attaehmesit 1) 

By about March 7. 201 3, after not receiving a response from Mr. McConnon, I made a 
series of calls to the law firm of Paul & Paul and eventually spoke to attorney Alex Sluzas, Per 
Mr, Sluzas' request, the email to Mr. McConnon w^as forwarded to him. 

On March 12, 2013, Mr. Sluzas responded to the email and requested documentation of 
AMD's ownership interest in the subject patent. I immediately provided documentation of 
ownership to Mr, Sluzas via email, after which Mr. Sluzas agreed to send over the relevant files, 
(Attachmejit 2) 

On or aroimd March 27, 2013 . 1 received the files from Paul & Paul and perfonried an 
initial review of them, I reviewed Mr. Green waUrs findings from the files after his review of the 
files soon thereafter, 

I submit that, immediately follov^ang learning of the existence of the subject patent, steps 
were taken to diligently tile the instant petition in accordance with 37 CFR §L378(b) and 35 
use §41(c). 
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It is therefore respectfully requested that an unavoidably delayed payment of the 
maintenance fees for the subject patent be accepted and the patent be reinstated, 

I further declare that ail statements made herein of my own knowledge are true and that 
ail statements made on information and belief are believed to be true and further that these 
statem.ents are made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the vaHdity of the patent. 




Mark D. Barrish 



65340223V. 1 



ATTACHMENT 1 




P/lcDiii, Lisa 



Sent: 

To: 

Cc: 

Subject 



Barrish, Mark 

Friday; March 01, 2013 11:36 AM 
jmcconnon(a)paulandpaulxom 

Pang, Andrew (Legal) (Andrew. Pang(g>amo,abbott.com); McDiil, Lisa 

US Patent Nos. 5,870,167 & 5,886,768 to Knopp et aL (KT Ref : 82906-864706) 



VIA E-MAIL ONLY, 



to inicconno ntgpaulandpauLcom 



March 1,2013 

R^- File Trap^fer Reg it est: 

US Patent No. 5,870 J 67 

For: Apparatus and Method for Imaging Anterior Structures of the Eye 
Filed: March 15, 1995 
Our Ref: 8 2906-864706 

US Patent No. 5,886 J68 

For: Apparatus and Method for Imaging Interior Structures of the Eye 
Filed: November 1 8, 1 997 
Our R ef: 82906-864706 



Dear Mr. McConnon: 

We have recently learned that your fimi prosecuted the two patents listed above. Our 
client, Abbott Medical Optics Inc, (AM O), is the assignee of the parent application from which 
these two cases claim priority, and has an ownership interest in these patents. 

I am writing you on behalf of our client to request that you please immediately transfer 
your complete files for these two cases, including all relevant correspondence to or from your 
firm relating to the above referenced patents, 

E-ilectronic copies of the files can be transferred to me directly at 
mbarrish@ kilpatricktownsend.com and/or hard copies can be sent by overnight delivery to: 

Attn; Mark Barrish 

Partner, Kilpatrick Townsend & Stockton LLC 
1080 Marsh Road 
Menio Park, CA 94025 

Your timely response to this request would be appreciated. Please understand that we 
need these files on an expedited basis to seek to secure our client's rights, and thank you in 
advance for your diligence in helping us with this matter. 



Sincerely, 



1 



Mark Barrish 



ATTACHMENT 1 



ILFATRICI 
mUSBUt 



Mark Barnsh 

Kjlpatfick TownserKi Stockton LLP 
1080 Marsh Road i Menio Pafk^ CA 94025 
office 650 324 6370 i fax 650 745 0986 



Corifidentiasity Notice: 

This comniunication constitutes an electronic communicatiors within the meaning of the Electronic Commiinications Privacy Act, 18 U.S.C, Section 2510, and its 
disclosure is strictly limited to the recipient intended by the sender of this message. This transmission, snd any attachments, may contain confidentiai attomey- 
ciient privileged information and attorney v^ork product. !f you are not the inter^ded recipient, any disclosure, copying, distribution or use of any of the ^formation 
contained in or attached to this transmission is STRICTLY PROHiBiTED. Please contact us immediateiy by return e-mai! or at 4C4 315 6500, and destroy the 
originai transrrtission and its attachments without reading or saving in any manner. 



2 



ATTACHMENT 2 



Barrish, Mark 



Subject: 
Attachments; 



From: 
Sent: 
To: 
Cc; 



Barrish, Mark 

Wednesday,, March 13, 2013 3;03 PM 
'Alex Siuzas* 

James McConnon; McDill, Lisa; Greenwald, Uri 

RE: US Patent Nos. 5,870,167 & 5,886,768 to Knopp et al. (KT Rel: 82906--864706) 
us5474548„aP„a5signment„Redacted.pdf; US5870167.pdf; 5474548 assignrtient 
information. pdf 



Aiex, 



Thanks for your e-mail, and for pulling these fiies. 

Regarding proof of AMD's ownership info, please find attached a copy of the '167 paterrL Note that the face of the 
patent indicates that it is a CIP of US 5474548. 

Also attached is a print-out of the USPTO assignment info for the '548 patent, along with a redacted agreement 
assigning both the '548 patent and ClP's of the '548 patent to VISX. Per the USPTO database, AMO (my client) is the 
successor in interest of ViSX for these rights. The 768 patent similarly claims priority to the '167 patent. 

As you are aware, we will need to act diligently if we are to revive one or both of these patents. We look forvv'ard to 
receipt of the files at your earliest convenience. 

Thanks, 
Mark 



Mark Barnsh 

Klipatrick Townsend ^ Stockton LLP 
1080 Marsh Road ! Mer^lo F>ark, CA 940.25 
office 650 324 6370 i fax 650 745 0986 
Dli^iilQshMkiJfiiitlli i Ml£[o!M I vCard 

From: Alex Sluzas [mallto:ASiuzas@paulandpauLcom] 
Senti Tuesday, March 12, 2013 11:49 AM 
lot Sarrish, Mark 
Cci James McConnon 

Subjects RE: US Patent Nos. 5,870457 & 5,886,768 to Knopp et al. (KT Ref.: 82906-864706) 
Mr. Barrish: 

We are retrieving our files from remote storage. 

\ note that there is no assignment intbrmation regarding US Patent Nos. 5,870,167 or 5,886,768 on the PTO website. 
We will need to have proof of your client's ownership interest betbre we can provide you with our tiles. 



Best regards. 



Alex Sluzas 
Paul & Paul 



1 
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arsp p aulan dp aul.c om 

The irsformation contained in this e-mail (and any attachment) may be attorney-client privileged and/or confidentiai 
information intended only for the identified recipients, if the reader of this e-mail is not an intended recipient, please note 
that dissemination, distribution and copying of this e-mail are strictly prohibited. 

If you have received this e-mail in error, please notify the sender and delete this e-mail and all copies. Thank you for your 
cooperation. 



Froms Barrlsh, Mark ['majlto:mbarnsh@kilpatnckt.ownse nd,coml 

Sent: Thursday, March 07, 2013 4:35 PM 

To; Info 

Cc: McDill, Lisa 

Subject: FW: US Patent Nos, 5,870,167 & 5,886,768 to Knopp et aL (fCT Ref.: 82906-854706) 
Importances High 

j am re-sending this e -rnaii per the suggestion of Aiex Sluzas during our telephone conversation of this afternoon. 1 look 
forward to hearing back from you at your earliest convenience. 

IVlark Banish 

Kypalrick Townserid & Slockion LLP 
'i080 Marsh Road | Menk) Parlv CA 94025 
office 660 324 6370 | fax 660 746 0986 
OlMlliibi^Kil&slli^^BM I Mv,.EEijile I yCard 

From; Barnsh; Mark 

Sent: Friday; March 01, 2013 11:37 AM 

To^ 'jmcconnon@paulandpauLcom' 

Ccs Pang; Andrew (Legal) ( Andrew. Panq@amo,abbottxo m); McDil!, Lisa 

Subjects US Patent Nos. 5,870,167 & 5,886,758 to Knopp et al. (KT Ref.: 82905-864705) 

VIA E-MAIL ONL to jnicco nnon@paulandpauLcom 



March 1,2013 

Re: File Transfer Request: 
US Patent No, 5,870,167 

For: .Apparatus and Method for Imaging Anterior Structures of the Eye 
Fifed: March 15, 1995 
Our Ref : 82906-864706 

US Patent No. 5,886,768 

For: Apparatus and Method for Imaging Interior Structures of the Eye 
Filed: November 18, 1997 
Our Ref: 82906-^864706 



Dear Mr, McConnon: 
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ATTACHMENT 2 



We have recently learned that your firm prosecuted the two patents listed above. Our 
client, Abbott Medical Optics Inc, (AMO), is the assignee of the parent application from which 
these two cases claim priority, and has an ownership interest in these patents. 

I am writing you on behalf of our client to request that you please immediately transfer 
your complete files for these two caseSj including all relevant correspondence to or from your 
firm relating to the above referenced patents. 

Eiiectronic copies of the ti les can be transferred to me directly at 
mbarrish@.kilpatricktownsendxom and/or hard copies can be sent by overnight delivery to: 

Attn: Mark Ban'ish 

Partner, Kilpatrick Townsend & Stockton LL.C 
1080 Marsh Road 
Menlo Park, CA 94025 

Your timely response to this request would be appreciated. Please understand that we 
need these files on an expedited basis to seek to secure our client's rights, and thank you in 
advance for your diligence in helping us with this matter. 

Sincerely, 
Mark Barrish 



ConfidentiaSity Notice: 

This Gommunicatson constitutes an electronic communication within the meaning of the Electronic Communicatfons Privacy Act, 18 U.S.C. Section 2610, and Its 
disclosure is strictiy iirnited to the recipient intended by the sender of this message. This transfr^ission, and any attachments, may contain contidentia! attorney- 
dient pr iviieged information and attorney work product, n you are not the intended recipient, any disdosore, copying, distribution or use of any of the information 
contained in or attached to this transmission is STRiCTLY PROHIBiTED. Please contact us immediately by return e-rnaii or at 404 815 6500, and destroy the 
originai transmission and its attachments without reading or saving in any manner. 



***DSSCLAJMER''** Per Treasury Department Circuiar 230: Any U.S. federal tax advice contained in this corrsmunication {induding any attachments) is not 
intended or written to be used, and cannot be used, for the purpose of (i) avoiding penalties under the internal Revenue Code or (ii) promoting, marketing or 
recommending to anotiier party any transaction or n"iatter addressed herein. 




Mark Barrish 

Kilpatrick To¥irisencl & Slocktori LLP 




office 650 324 6370 \ fax 650 746 09S6 
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EXHIBIT K 



IN THE UNITED STATILS PATENT AND TR.4DEMARK OFFICE 

In re Application of; 

Carl Krtopp et ai. 

Application No: 08/404,253 

Filed: Mar. 15, 1995 

Patent No: 5,870,167 

Issued: Feb. 9, 1999 

For: APPARATUS .AND METHOD 
FOR IMAGING ANTERIOR 
STRUCTURES OF THE EYE: 

Mail Stop Petition 
Commissioner for Patents 
POBox 1450 

Alexandria, VA 22313-1450 
Sir: 

1 am a law clerk at the law firm of Kilpatrick Townsend & Stockton (hereinafter "KTS") 
and I helped prepare the petition to accept an unavoidably delayed payment of a maintenance fee 
for reinstatement of the above referenced patent under 37 CFR §1. 378(b) and 35 USC §41(c), as 
filed herewith. 

On about Jajiuarv 24, 2013, 1 was assigned the project of investigating, and if appropriate, 
drafting the petition to accept an unavoidably delayed payment of a maintenance fee for the 
subject patent. I was not previously aware of the existence of the subject patent. I began 
working on the project on about January 24, 2013, performing research relating to the 
unavoidable delay standard and procedures for preparing and submitting a petition to accept an 
unavoidably delayed payment of a maintenance fee for the subject patent. I affirm that I have 
worked diligently to prepare the petition promptly under the supervision of Mr. Barrish. 



DECLARATION BY URI 
GREENWALD, I..AW CLERK FOR 
KILPATRICK TOWNSEND & 
STOCKTON, IN SUPPORT OF 
PETITION TO ACCEPT AN 
UNAVOIDABLY DELAYED 
PAYMENT OF A MAINl^ENANCIE FEE 
FOR REINSTATEMENT OF PATENT 
UNDER 37 CFR §L378(b) and 35 USC 

§41(£) 



EXHIBIT K 



On about January 24, 2 013, 1 reviewed the unavoidable delay standard and I generally 
reviewed the procedures for preparing and filing a petition under 37 CFR § L378(b) and 35 USC 
§41(0). 

From about January 24, 2013 to about February L 2013, 1 reviewed the available 
prosecution history of the subject patent. In addition, I researched PTO and Federal Circuit 
decisions on unavoidable delay. 

About Fe bruary 7. 2013 . 1 contacted the PTO assignment division by telephone to 
confirm the absence of assignment intbrrnation for the subject patent with the P IO. It v/as 
confimied. 

Between about February 7 and about February 12. 2013. 1 created a detailed timeline of 
events relating to the subject patent. 

Between about February 12 and about February IS. 2013, 1 drafted an office memo 
addressing research findings regarding the unavoidable delay standard and how they apply to the 
missed maintenance fee payment of the subject patent. 

Between about February 1 5 and about Febr ua r y 2 L 2013, 1 drafted an office memo 
addressing what documents were needed from AMO to support a petition for unavoidable delay 
under 37 CFR § L378(b) and 35 USC §41(c). 

On or about March 27, 2013, the confidential files arrived from Paul & Paul, and 1 soon 
thereafter began thorough review of the files and reviewed every document therein, I affirm that 
there was no evidence in the Paul & Paul files that either VISX or AMO was contacted by Paul 
& Paul or the patent co-inventors in regards to the subject patent, nor was there evidence in the 
confidential files of Paul & Paul that VISX or AMO otherwise knew of the existence of the 
subject patent at any time before January 16, 2013, Located in the confidential Paul & Paul files 
were copies of a previously hidden agreement between co-inventor Carl Knopp and Phoenix 
Laser Systems, Inc. which I discovered and reviewed together with Mr, Barrish, Exhibit G of 
the Petition 



EXHIBIT K 



I the undersigned, respectfully submit that immediately foUowiiig learning of the 
existenee of the subject patent, steps were taken to diligently file the instant petition in 
accordance with 37 CFR §1378(b) and 35 USC §41(e). 

It is therefore respectfully requested that an unavoidably delayed payment of the 
maintenance fees for the subject patent be accepted and the patent be reinstated, 

I further declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true and further that these 
statements are made with the knowledge that willful false statements and the like so made are 
punishable by tine or imprisomrient, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the patent. 



Respectfully submitted, 




Uri Greenwakl, MD 



G5336817VM 



